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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 09 February 2006 , 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1,3.5-8 and 10-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^3 Claim (s) 1,3,5-8 and 10-17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim(s) 1, 3, 5-8 and 10-17 is/are pending. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9 
February 2006 has been entered. 

Claim Objections 

Claims 5-6 are objected to because of the following informalities: each claim 
should end with a period. See MPEP 608.01 (m). Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 3, 6-8 and 10-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Susumu (JP 2001-234292) in view of Theckston (US 4,441,318). 

Regarding claim 1, Susumu teaches (abstract, 0040, 0044) a nitrogen-free cast 
alloy having amounts of C, Si, Mn, P, Ni, Cr, S, and N which overlap with the claimed 
elemental ranges, which is prima facie evidence of obviousness. See MPEP 2144.05 I. 
It would have been obvious to one of ordinary skill in the art to select the desired 
amounts of the elements from the ranges disclosed by Susumu because Susumu 
teaches the same utility throughout the disclosed ranges. 

Still regarding claim 1 , the Examiner asserts that the alloy of Susumu would 
inherently be graphite free because Susumu teaches substantially the same 
composition as that of the claimed invention. See MPEP 21 12.01 I. 

With respect to the limitation that the alloy would be "air melted" in claim 1 , 
Susumu teaches (0044) that the alloy would be vacuum melting, electroslag remelted or 
vacuum arc remelted but does not specify that the alloy would be air melted. However, 
the Examiner considers this limitation to be a product-by-process limitation, and the 
Examiner asserts that the claimed alloy would be the same as or obvious from the alloy 
of Susumu because it is not clear what structure the air melting process provides 
compared to the melting processes of Susumu. See MPEP 2113. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. 
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Still regarding claim 1 , Susumu does not specify that the alloy would used for 
pressure-containing components in a cast exhaust system for gas turbine or internal 
combustion engines. However, Susumu teaches (abstract) that the alloy would have 
low thermal expansion properties and would be suitable for use in gas turbine engines. 
Theckston teaches (col. 1 1 lines 5-8 and 45-48) a turbine exhaust system comprising 
pressure containing components comprised of low thermal expansion nickel alloys. It 
would have been obvious to one of ordinary skill in the art to combine Susumu and 
Theckston by forming the low thermal expansion pressure containing components of 
Theckston from the alloy composition of Susumu because Theckston require low 
thermal expansion nickel alloys and Susumu provides low thermal expansion nickel 
alloys suitable for use in gas turbine engines. 

Regarding claim 3, Susumu does not necessitate adding any copper. 

Regarding claim 6, Susumu teaches (abstract) adding 3.0-6.0% Nb, which 
overlaps with the claimed range, which is prima facie evidence of obviousness. See 
MPEP 2144.05 I. It would have been obvious to one of ordinary skill in the art to select 
the desired amount of Nb from the range disclosed by Susumu because Susumu 
teaches the same utility throughout the disclosed range. Furthermore, Susumu does 
not necessate adding any W, Zr, or V. 

Regarding claims 7 and 11, Susumu teaches (0024) that the alloy would be 
aged. The Examiner asserts that the alloy of Susumu would inherently have the 
claimed precipitates because the alloy of Susumu would have substantially the same 
composition and would be aged. See MPEP 2112.01 I. 
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Regarding claims 8 and 12-16, Susumu teaches (0012) the addition of Mo. The 
Examiner asserts that the alloy of Susumu would inherently have the claimed 
precipitates because the alloy of Susumu would have substantially the same 
composition and would be aged. See MPEP 21 12.01 I. 

Regarding claim 10, Susumu teaches (0024) that the alloy would be aged and 
form precipitates. 

Regarding claim 17, Susumu teaches (0012) adding up to 3.0% Mo, which 
anticipates the claimed range of Mo. 

Claims 1, 3, 5-8 and 11-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kazuhiro et al. (JP 2002-105599) in view of Theckston (US 
4,441,318). 

Regarding claim 1 , Kazuhiro teaches (abstract, 0042) a nitrogen-free cast alloy 
having amounts of C, Si, Mn, P, Ni, Cr, S and N that overlap with the claimed elemental 
ranges, which is prima facie evidence of obviousness. See MPEP 2144.05 I. It would 
have been obvious to one of ordinary skill in the art to select the desired amounts of the 
elements from the ranges disclosed by Kazuhiro because Kazuhiro teaches the same 
utility throughout the disclosed ranges. 

Still regarding claim 1, the Examiner asserts that the alloy of Kazuhiro would 
inherently be graphite free because Kazuhiro teaches substantially the same 
composition as that of the claimed invention. See MPEP 21 1 2.01 I. 

With respect to the limitation that the alloy would be "air melted" in claim 1, 
Kazuhiro does not specify that the alloy would be air melted. However, the Examiner 
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considers this limitation to be a product-by-process limitation, and the Examiner asserts 
that the claimed alloy would be the same as or obvious from the alloy of Kazuhiro 
because it is not clear what structure the air melting process provides. See MPEP 
2113. If the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was 
made by a different process. 

Still regarding claim 1, Kazuhiro does not specify that the alloy would used for 
pressure-containing components in a cast exhaust system for gas turbine or internal 
combustion engines. However, Kazuhiro teaches (abstract) that the alloy would have 
low thermal expansion properties. Theckston teaches (col. 1 1 lines 5-8 and 45-48) a 
turbine exhaust system comprising pressure containing components comprised of low 
thermal expansion nickel alloys. It would have been obvious to one of ordinary skill in 
the art to combine Kazuhiro and Theckston by forming the low thermal expansion 
pressure containing components of Theckston from the alloy composition of Kazuhiro 
because Theckston require low thermal expansion nickel alloys and Kazuhiro provides 
low thermal expansion nickel alloys. 

Regarding claims 3 and 5-6, Kazuhiro does not necessitate adding any Cu, Nb, 
Ti, Al, W, ZrorV. 

Regarding claims 7 and 11, Kazuhiro teach (0040) adding Nb up to 4.0%. The 
Examiner asserts that the alloy of Kazuhiro would inherently have the claimed 
precipitates because Kazuhiro teaches substantially the same composition as that of 
the claimed invention. See MPEP 2112.01 I. 
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Regarding claims 8 and 12-16, Kazuhiro teaches (0040) up to 4.0% Mo. The 
Examiner asserts that the alloy of Kazuhiro would inherently have the claimed 
precipitates because Kazuhiro teaches substantially the same composition as that of 
the claimed invention. See MPEP 2112.01 I. 

Regarding claim 17, Kazuhiro teaches (0040) adding up to 4.0% Mo, which 
anticipates the claimed range of Mo. 

Response to Arguments 

Applicant's arguments with respect to claims 1, 3, 5-8 and 10-17 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Alexander whose telephone number is 571- 
272-8558. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King can be reached on 571-272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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